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TELEPHONE 858,7203100 
FACSIMILE: 858.72D.5l2S 

WWW.MOFO.COM 
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SAN DIB&O, WASHINGTON, O.C. 
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To: 


Facsimile: 


Telephone: 


VS. Patent and Trademark Office 

Filing Receipt Corrections 

Office of Initial Patent Examination 


(703) 746-9195 


(703) 308-1202 



From: Gregory P. Einhorn - Reg No. 38,440 



Date: March 15, 2005 



Number of pages withftover page: II 



Original or hard copy to follow if this box is 
checked 



Preparer of this slip has confirmed that facsimile number given is correct: 10924 /NXG4 
If you do not receive all pages, please call (858) 314-5435 as soon as possible. 

CAUTION - CONFIDENTIAL 

If your receipt of this transmission is in error, please notify this firm immediately by collect call to 
sender at (858) 314-5435 and send the original transmission to us by return mail at the address below. 

This facsimile contains confidential information which may also be privileged. Unless you are the 
addressee (or authorized to receive for the addressee), you may not copy, use, or distribute it. If you 
have received it in error, please advise Morrison & Foerster LLP immediately by telephone or facsimile 
and return it promptly by mail. 



Comments: 




Attorney Docket: 


564462003801 


Group Art Unit: 


1637 


Examiner: 


Not Yet Assigned 


Serial No.: 


10/501,592 


Filing Date: 


Int*l- January 14,2003 


Inventors): 


Gerhard FREY et al 


Title: 


METHODS FOR MAKING POLYNUCLEOTIDES AND 




PURIFYING DOUBLE-STRANDED POLYNUCLEOTIDES 


Papers attached: 




1 . Transmittal (1 page) 




2. Request for Corrected Filing Receipt (2 pages) 


3 . Copy of Filing Receipt w/ handwritten correction indicated (2 pages) 


4. Copy of Application Data Sheet (3 pages) 


5. Copy of executed Oath/Declaration (2 pages) 



SD-249653 



IF YOU DO NOT RECEIVE ALL OF THE PAGES, PLEASE CALL 
NORM GREEN AT (358) 314-5435 AS SOON AS POSSIBLE. 
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PTQJSttOt (0*04) 
Approved for um»vdu^ 07/3 VZOOB. OM8 08S1-«m 
U.S. Patent and Tradcrtafc Offlct; U.S. DEPARTNOfT OF COMMERCE 
are requfcwf to reaond to a ootecOon of mummfciri unto a cBsptey a vafid QMS ocntrot rognbor 



AppUcsttenNurnber 



TRANSMITTAL 
FORM 



(To £>• us&d fof aJf corr&spo/idooo &Hitf (nffiMi tfBng) 



First Named Inventor 



Art Un& 

Examiner Name"" 



10/501,592 



bntfl - January 14,2003 



Gerhard FREY 



1637 



Not Yet Assigned 



Total Number of Pages In This Submission 



11 



Attorney Docket Number 



564462003801 



ENCLOSURES (Check *fl that apply) 



Fee Transmittal Form 
Fee Attached 



□ 

□ 

{ | After Final 

| [ Extension of Time Request 

Express Abandonment Request 
| j Information D&dosure Statement 



Certified Copy of Priority 
Documents) 



Reply to Ussing Parts/ 
Incomplete Application 

□ Reply to NBssing Parts under 
37 CFR 1.52 or 1.53 



□ 
□ 
□ 

I I Petition to Convert to a 
I — I Provisional Application 

□ Power of Attorney, Revocation 
Change of Correspondence Address 



Drawings) 



Uceftstng-reteted Papers 



PeWon 



□ 
□ 
□ 



Terminal Disclaimer 



Request for Refund 



CD, Number of C0<s) 



j j Landscape TaWe on CD 



□ After AAowance Communication 
toTC 

I Appeal Communication to Board of 
Appeals and interferences 

□ Appeal CofTOTUirttoitton to TC 
(Appeal Noeca, BrWf, Reply Brief) 



□ 

Q Status Letter 

E Other Endosure(s) 
Identity below): 



NMJU«KHU0nn2B QtXAmvKtta Hecttpt 

Copy of Rfing Reogipt Air Correction tofcated 
Ppagw) 

Copy ofAppJotion Data Sheet (3 pages) 
Fax Cow Sheet (1 page) 



Remarks 



Customer No. 45975 



SIGNATURE OF AgP&SAH# ATTORNEY, OR AGENT 



Firm Name 




SON&F^Ef^Tt^LLp^" 


Signature 


(j/ XvW^ 


Printed name 


Gregory P. Ernhorn 


Date 


March 15. 2005 


Reg. No. 


38,440 



ttwebyoerwy trial tNs co rw spCM Jei ^ 
the Patent and Trademark Office, todirrite no. (703) 746-910 



os, on the date dyw^low. 



Date* March 15. 2D0S Signature: ^ll^^^^bCC) ^ JNo rman Green) 



sd»249647 
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J hereby certify flwfl thte correspondence is being feestmBe tansmttedto R8ng 
Receipt Corrections, Office of ktitiaf Patent Examination, the Patent and 
Trademark omc«; tacslmfis no. (703) ?4«-9i 95, on the dales 

Dated: March 15, 2005 Signature:. 




I (Norman Gfeeny 



Docket No.: 564462005801 / 
066US1 /D1632-2WUS 
(PATENT) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: 
Gerhard FREY et al. 

Application No.: 10/501,592 

Filed: Int'l. - January 14, 2003 

For: METHODS FOR MAKING 

POLYNUCLEOTIDES AND PURIFYING 
DOUBLE-STRANDED POLYNUCLEOTIDES 



ConfirmatiottNo.: 2654 

Art Unit: 1637 

Examiner Not Yet Assigned 



REQUEST FOR CORRECTED FILING RECEIPT 

Filing Receipt Corrections 

Office of Initial Patent Examination 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sin 

Applicant hereby requests that a corrected Filing Receipt be issued in the above- 
identified patent application. The official Filing Receipt received by Applicant, a copy of which is 
attached hereto with handwritten correction, has an error in the "Domestic Priority data as claimed 
by applicant". 

The following was omitted by the Patent Office and should be added where indicated on 
the copy of the Filing Receipt: 



-which claims benefit of 10/077,474 02/14/2002- 



sd-249575 



PACE 3/11 * RCVD AT 3/15/2005 8:17:19 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-2/0 • DNIS:7469195 * CSO>:858 720 5125* DURATION (mm-ss):05-16 



2005 03/15 17:20 FAI 858 720 5125 



MOFO-SD 



12004/011 



Application No.: 10/501,592 



Docket No.: 564462003801 



Please change "which claims benefit of 60/348,609 01/14/2002" to read: 
-and claims benefit of 60/348,609 01/14/2002- 

To support the above assertioni Applicants attach a copy of the Application Data Sheet 
as filed with the subject application and a copy of the Oath/Declaration as filed with the Response to 
Notification of Missing Requirements, both of which cite U.S.S.N. 10/077,474, filed February 14, 
2005, under Domestic Priority. 

Applicant additionally requests that all pertinent U.S. Patent and Trademark Office 
records relating to the subject application be changed to reflect this correction. 



Dated: March 15,2005 




Bv /» 
Gregory P. Einhom 



Registration No.: 38,440 
MORRISON & FOERSTER LLP 
3811 Valley Centre Drive 
Suite $00 

San Diego, California 92130-2332 
(858) 720-5133 



sd^49575 
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Page 1 of 2 
RECEIVED 

MAR 14W 



United Stxres Rstsntt Aso Trademark Office 



UNITED STATES D3 



OOM1CSSIONER FOR PATQT9 
ROta I4M 



jDRAVWW5s|TOT<XJ^j^CtMS j 



APPLNO. 



RUJ4GOR371 
(c) DATE 



ART UNIT 1 RL FEE RECT3 



ATTY .DOCKET NO 



10/501,592 01/24/2005 1637 



3788 



564462003801 



8 292 13 
CONFIRMATION NO; 2654 



45975 

CHVERSA C/O MOFO S.D. 

3811 VALLEY CENTER DRIVE, SUITE 500 

SAN DIEGO. CA 92130 



FILING RECEIPT 



Bevtewjp9*y4^cketing 
Oats ( 



Date Mafled: 03/03/2005 



Receipt Is acknowledged of this regular Patent Application* It w» be considered In its order and you wiH be 
notified as to me results of the examination. Be sure to provide the US. APPLICATION NUMBER FILING DATE, 
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by 
check or draft are subject to coBectlon. Please verify the, accuracy of the data presented on tots receipt If an 
error Is noted on this Filing Receipt, please write to the Office of fnftW Patent Examination's Fittng 
Receipt Corrections, facsimile number 703-746-9195. Please provide a copy of this Fifing Receipt with the 
charges noted thereon, ff you received a "Notice to File Wtoelng Parts" for this application, please submit 
any corrections to this Filing Receipt with yew raply to the Notice. When the USPTO processes the reply 
to the Notica, the USPTO will generate another FfHng Receipt incorporating the requested corrections (If 
appropriate). 



Applicants) 



Gerhard Frey, San Diego, CA; 
Jay M. Short, San Diego, CA; 
LBian Parra-Gessert, San Diego, CA; 



Power of Attorney: 

Gregory Einhorn-38440 

Domestic Priority data as claimed by applicant 

lis application is a 371 of PCT/US03/01 189 01/14/2003 
dims benefit of 60/348,609 01/14/2002 
and claims benefit of 60/346,761 01/14/2002 
and claims benefit of 60/348,764 01/14/2002 



c 



€0 




Projected Publication Date: 06/09/2005 
Non-Publication Request: No 
Early Publication Request: No 
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Page 2 of 2 



"S&ALLEWTTTY" 



Title 



Methods for making polynucleotides and purifying double-stranded polynucleotides 



Preliminary Class 

435 



LICENSE FOR FOREIGN FILING UNDER 
Title 35, United States Code, Section 184 
Title 37, Code of Federal Regulations, 5.11 & 5.15 



GRANTED 



The applicant has been granted a license under 35 U.S.C. 184. If the phrase "IF REQUIRED, FOREIGN FILING 
LICENSE GRANTED* followed by a date appears on this form. Such licenses are Issued in att applications where 
the conditions for Issuance of a license have been met, regardless of whether or not a Hcense may be required as 
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earner 
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The 
date indicated is me effective date of the license, unless am earlier license of similar scope has been granted 
under 37 CFR 5.13 or 5.14. 

This license is to be tetained by the licensee and may be used at any time on or after the effective date thereof 
unless It is revoked. This license is automatically transferred to any related appJications(s) filed under 37 CFR 
1 .53(d). This license is not retroactive. 

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject 
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the 
national security or the export of technical data. Licensees should apprise themselves of current regulations 
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, 
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121 -128)); the Office of 
Export Administration, Department of Commerce (15 CFR 370.10 Q)}; the Office of Foreign Assets Control, 
Department of Treasury (31 CFR Parts 500+) and the Department of Energy. 

NOT GRANTED 

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED. FOREIGN FILING 
LICENSE GRANTED* DOES NOT appear on this form. Applicant may stiH petition for a license under 37 CFR 
5.12, if a license is desired before the expiration of 6 months from the fifing date of the application. If 6 months 
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy 
order under 35 U.S.C. 181 , the licensee may foreign file the application pursuant to 37 CFR 5.1 5(b). 
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Application Data Sheet 

Application Information 

Application Type:: 
Subject Matter: 
Suggested Group Art Unit:: 
CD-ROM or CD-R?:: 
Sequence submission?:: 
Computer Readable Form (CRF)?:: 
Title:: 



Attorney Docket Number: 

Request for Early Publication?:: 

Request for Non-Publication?:: 

Small Entity?:: 

Petition included?:: 

Secrecy Order in Parent Appl.?:: 



Regular 

Utility 

N/A 

None 

None 

No 

METHODS FOR MAKING 

POLYNUCLEOTIDES AND PURIFYING 

DOUBLE-STRANDED 

POLYNUCLEOTIDES 

564462003801 

No 

No 

Yes 

No 

No 



Applicant Information 

Applicant Authority Type:: 

Primary Citizenship Country:: 

Status:: 

Given Name:: 

Family Name:: 

City of Residence:: 

State or Province of Residence:: 

Country of Residence: : 

Street of mailing address:: 

City of mailing address:: 

State or Province of mailing address:: 



Inventor 
US 

Fun Capacity 

Gerhard 

FREY 

San Diego 

CA 

US 

13768 Via Cima Bella 

San Diego 

CA 




Page#1 maw 7/1*04 

SD-209137 
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Applicant Authority Type:: 
Primary Citfceriship Country:: 
Status:: 
Given Name:: 
MidcRe Name- 
Family Name:: 
City of Residence:: 
State or Province of Residence- 
Country of Residence: : 
Street of marling address:: 
City of mailing address:: 
State or Province of mailing address:: 
Postal or Zip Code of mailing address- 



Inventor 
US 

FuH Capacity 

Jay 

M. 

SHORT 

Rancho Santa Fe 

CA 

US 

6801 Paseo Delicias 
Rancfco Santa Fe 
CA 

$2067-7214 



Applicant Authority Type- 
Primary Citizenship Country:: 
Status- 
Given Name:: 
Family Name- 
City of Residence- 
State or Province of Residence- 
Country of Residence: : 
Street of mailing address- 
City of mailing address- 
State or Province of mailing address- 
Postal or Zip Code of matting address: 

Correspondence Information 

Correspondence Customer Number: 



Inventor 
United States 
Full Capacity 
Lilian 

PARRA<5ESSERT 

San Diego 

CA 

US 

7023 Whipple Avenue 

San Diego 

CA 

92122 



25225 




Representative Information 



Page#2 



taiflM 7/14/04 



Sd-209f37 
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Representative Customer Number: 25225 



Domestic Priority Inf ormation 



Application:: 


Continuity Type:: 


Parent Application:: 


Parent Fifing Date:: 


This application 


National Stage of 


PCT/US03/01189 


1/14/03 


PCT/US/03/01189 


An application 
claiming the benefit 
under 35 USC 120 


10/077,474 


2/14/02 


PCT/US/03/01189 


An application 
claiming the benefit 
under 35 USC 
119(e) 


60/348,609 


1/14/02 


PCT/USQ3/Qt189 


An application 
claiming the benefit 
under 35 USC 
119(e) 


60/348,761 


1/14/02 


PCT/US03/01189 


An application 
claiming the benefit 
under 35 USC 
119(e) 


60/348,764 


1/14/02 




Page* 3 m*tf7/i4/w 
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PATENT 

Docket No. 564462003801 / U.S. Application no. 10/501,592 



DECLARATION FOR PATENT APPLICATION 
(Includes Reference to PCT International Applications) 



ATTORNEY'S DOCKET NUMBER 

564462003801 



As a below named inventor I hereby declare that 

My residence, post office address and citizenship are as stated below next to my name, 

I believe I am the original, first and joint inventor of the subject matter which is claimed and for which a patent is sought on the 
invention entitled: 

METHODS FOR MAKING POLYNUCLEOTIDES AND PURIFYING DOUBLE-STRANDED 
POLYNUCLEOTIDES 

the specification of which (check only one item below): 

□ is attached hereto. 

□ was filed as United States app) ication 

Serial No. 
on, 

and was amended on (if applicable). 

IS) was filed as PCT international application 

Number PCT/US03/01 189 

on January 14, 2003 

and was amended under PCT Article 19 

on (if applicable). 

I hereby state that I have reviewed and understand the contents of the above-identified specification, including the claims, as 
amended by any amendment referred to above. 

I acknowledge the duty to disclose information which is material to the examination of this application in accordance with 
Thte 37 Code of Federal Regulations § 1 .56(a) and (b). 

I hereby claim foreign priority benefits under Title 35 United States Code § 1 19 of any foreign appKcation(s) for patent or 
inventor's certificate or of any PCT international application^) designating at least one country other man the United States of 
America listed below and have also identified below any foreign apphcation(s) for patent or inventor's certificate or any PCT 
international applications) designating at least one country other than the United States of America filed by me on the s 
subject matter having a filing date before that of the applications) of which priority U claimed: 



PRIOR FOREIGN/PCT APPLICATION(S) AND ANY PRIORITY CLAIMS UNDER 35 U-S.C. § 119: 



COUNTRY 
(if PCT ixx&cstc "PCT*) 



APPLICATION NUMBER 



DATE OP FILING 



PRIORITY CLAIMED 
UNDER 35 U&.C 5 I 19 



USA 



60048,609 



01/14/2002 



(yes D NO 



USA 



60/348,761 



01/14/2002 



ESI yes Dno 



USA 



60048,764 



01/14/2002 



GO YES □ NO 



□ YES O NO 



□ YES □ NO 




sd-224969 
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PATENT 

Docket No. 564462003801 / U.S. Application no. J O/501,592 



Declaration for Patent Appticatioa (Continued) 
(Includes Reference to PCT International Applkalions) 



ATTORNEYS DOCKET NUMBER 

564462003801 



I hereby claim the benefit under Title 35, United States Code, § 1 20 of any United States applications) or PCT international application^) 
designating the United States of America that is/are listed below and, insofar as the subject matter of each of the claims of this application is 
not disclosed in that/those prior applications) in the manner provided by the first paragraph of Tale 35, United States Code, § 1 12, E 
acknowledge the duty to disclose material information as defined in Title 37, Code of Federal Regulations, § 1 36(a) which occurred between 
me filing date of the prior appiicatk)n(s) and the national or PCT intematlonat filing date of this application: 



PRIOR US. APPLICATIONS OR PCT INTERNATIONAL A IMPLICATIONS DESIGNATING THE US. FOR BENEFIT 
UNDER 35 UAC§ 120: 



U.S. APPLICATIONS 



STATUS (Check one) 



U S APPLICATION NUMBER 



US FILING DATE 



PATENTED 



PENDING 



ABANDONED 



10/077,474 



02/14/2002 



PCT APPLICATIONS DESIGNATING THE U.S. 



STATVS (Check one) 



PCT APPLICATION NUMBER 



PCT FILING DATE 



U S SERIAL NUMBERS 
ASSIGNED (if any) 



PATENTED 



PENDING 



ABANDONED 



POWER OF ATTORNEY: Ai • Biased Inventor, I hereby appoint the fo&owbtg *tt*mer(s) aud/or *gorf{i) to proaicnte tfca 
trmrnd «J1 basinesi fa the Patent and Trademark Office connected therewith. (List name and reghtretion number) 



C^tomer No. 43975 



Gregory P. Einhom 
Morrison & Fcerster ixr 
38 1 1 Valley Centre Drive, Suite 500 
San Diego, CA 92130 
(858) 720-5133 



201 


FULL MAKE 

Of* fNVHjsrtoft 


FAMILY MAM£ 

FREY 


N&ST GIVEN NAME 

Gerhard 


SECOND QVeIk NAME 


KEttTJENCEA 
CTIUENSHLP 


"tm 

San Diego 


California 


couNTmV6?crrai»Wa^ - 
Gcjtmany 


POSYOfFICS 
ADCMLESS 


TQSTO&tCE ADDRESS 

137*8 Via Cima Bella 


San Diego 


STATE * aaF^ODECOUWTKY 

California $2129 


2m 


full name \ 
orsfVBnoa 


f»AMiLYNAME 

SHORT 


F»ST CIVEM NAME 

Jay 


SEC^or^NAMB ' 

M. 


emzEN$m? 


San Diego 


STATBTjft KfltEJCNCOWTKY 

California 


cduWaYO/ crnaEksnrf 
USA 


FOST OFFICE 

Aocnass 


TWo>^Aoe*m ' " ■ 
6801 Paseo Deliciaa 


CITY 

San Diego 


California 92067 


20) 


FULL NAME 
QFWWrOR 


famTlVkame 
PARRA-OTSSEltT 


PWtST C4VENM AME " ' ' 

Lilian 


"ifeCOKOOn^NAME 


KESWS3HCEM 
CmZEMWP 


San Diego 


yrA l TE da foheigw c!owtky ~ 

California 


cod>hkV^cTT^sW 

USA i 


POST OFFKE 
ADDRESS 


fOTOmCCAOCKESS 

7023 Whipple Avenue 


*"cfnr — ! 

San Diego 


^AtEaizrctc^bouwntV 
California 92122 



Direct telephone caib to: 

Gregory P. Einborn 
at 

(858)720-5133 



I hereby declare that all st a tements made herein of my own knowledge ate true and that aft statements made on information and belief are 
believed to be true; and further that these statements were made wife the knowledge that willful tahe statements and the like so made are 
punishable by fine or imprisomnenL, or both, under section 1001 ofTtde 18 of die United Stales Coda, and that such willful false i 
may jeopardto the validity of the aj?p|icatk» or any patent igsohrg^m^ 
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